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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 

Information Disclosure Statement 

1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609 A(1) states, "the 
list may not be incorporated into the specification but must be submitted in a separate 
paper." Therefore, unless the references have been cited by the examiner on form 
PTO-892, they have not been considered. 

2. The information disclosure statement filed April 25, 2005 fails to comply with 37 
CFR 1 .98(a)(2), which requires a legible copy of each cited foreign patent document; 
each non-patent literature publication or that portion which caused it to be listed; and all 
other information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. 

Drawings 

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the resilient insulation 
strips wrapped around the vertical posts claimed in claim 8 must be shown or the 
feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
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number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-3, 5, 7-10 and 12-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Fattore (US 4,767,419). 

As to claim 1 , Fattore discloses a combination including a fence and a protective 
guard comprising: 

the fence having vertical posts 14,20,24 with upper ends and a top support bar 
12 extending between the vertical posts; 
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a tubular member (outer sheet 50) having first and second ends, an outer surface 
extending between the first and second ends, an inner surface extending between the 
first and second ends that defines an interior space, and a slot extending between the 
inner and outer surfaces and the first and second ends of the tubular member, wherein 
the tubular member is secured over an upper edge of the fence so that the upper ends 
of the vertical posts and the top support bar are captured within the interior space of the 
tubular member; 

a spacer 52 positioned between the inner surface of the tubular member and the 
top support bar for supporting the tubular member between the vertical posts; and 

insulation material 48 disposed in the slot and the interior space of the tubular 
member for sealing the interior space of the tubular member (Figures 1-4). 

As to claim 2, Fattore discloses a combination wherein the spacer 52 has a 
height and wherein the upper ends of the vertical posts 24 extend above the top support 
bar 20 by a vertical distance that is substantially equal to the height of the spacer 
(Figure 3). 

As to claim 3, Fattore discloses a combination wherein the spacer 52 has an 
upper end in contact (via insulation 48) with the inner surface of the tubular member 
(outer sheet 50) and a lower end in contact (via insulation 48) with the top support bar 
12 (Figure 3). 

As to claim 5, Fattore discloses a combination wherein the insulation material 48 
includes caps (closed end of outer sheet 50) positioned within openings at the first and 
second ends of the tubular member (outer sheet 50; Figure 2). 
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As to claim 7, Fattore discloses a combination wherein the insulation material 48 
includes a resilient strip positioned within the slot (Figure 3). 

As to claim 8, Fattore discloses a combination wherein the insulation material 48 
includes a resilient strip wrapped around the vertical posts 20,24 (Figure 1). 

As to claim 9, Fattore discloses a combination comprising first and second 
attachment flanges extending from the outer surface of the tubular member (outer sheet 
50) on opposite sides of the slot, wherein the attachment flanges are positioned on 
opposite sides of the fence when the protective guard is secured over the fence 
(Figures 2-4). 

As to claim 10, Fattore discloses a combination comprising a securing element 
40,42,44,46 in contact with the attachment flanges for securing the attachment flanges 
together on opposite sides of the fence (Figure 3). 

As to claim 12, Fattore discloses a combination including a fence and a 
protective guard comprising: 

the fence having vertical posts 14,20,24 with upper ends and a top support bar 
12 extending between the vertical posts; 

a tubular member (outer sheet 50) having first and second ends, an outer surface 
extending between the first and second ends, an inner surface defining an interior 
space and a slot extending between the inner and outer surfaces and the first and 
second ends of the tubular member, wherein the tubular member is secured over an 
upper edge of the fence so that the upper ends of the vertical posts and the top support 
bar are captured within the interior space of the tubular member; and 
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a spacer 52 positioned within the interior space of the tubular member and in 
contact with the inner surface of the tubular member for supporting the tubular member 
between the vertical posts so as to prevent the tubular member from sagging between 
the vertical posts (Figures 1-4). 

As to claim 13, Fattore discloses a combination comprising first and second 
attachment flanges extending from the outer surface of the tubular member (outer sheet 
50) on opposite sides of the slot, wherein the attachment flanges are positioned on 
opposite sides of the fence when the protective guard is secured over the fence 
(Figures 2-4). 

As to claim 14, Fattore discloses a combination comprising a securing element 
40,42,44,46 in contact with the attachment flanges for securing the attachment flanges 
together with a portion of the fence positioned between the attachment flanges (Figure 
3). 

As to claim 15, Fattore discloses a combination including a fence and a 
protective guard comprising: 

the fence having vertical posts 14,20,24 with upper ends and a top support bar 
12 extending between the vertical posts; 

a tubular member (outer sheet 50) having first and second ends, an outer surface 
extending between the first and second ends, an inner surface extending between the 
first and second ends, the inner surface defining an interior space, and a slot extending 
between the inner and outer surfaces and the first and second ends of the tubular 
member, wherein the tubular member is secured over an upper edge of the fence so 
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that upper ends of the vertical posts and the top support bar are captured within the 
interior space of the tubular member; and 

insulation material 48 disposed in the slot and the interior space of the tubular 
member for sealing the interior space of the tubular member (Figures 1 -4). 

As to claim 16, Fattore discloses a combination comprising first and second 
attachment flanges extending from the outer surface of the tubular member (outer sheet 
50) on opposite sides of the slot and a securing element in contact with the attachment 
flanges for securing the attachment flanges together with a portion of the fence 
positioned between the attachment flanges (Figures 2-4). 

As to claim 17, Fattore discloses a combination wherein the tubular member 
(outer sheet 50) and the first and second attachment flanges are integrally formed with 
one another (Figure 2). 

As to claim 18, Fattore discloses a combination wherein the insulation material 
48 includes a resilient material disposed in the slot of the tubular member (outer sheet 
50) and caps (closed ends of outer sheet 50) sealing the first and second ends of the 
tubular member (outer sheet 50; Figure 2 and 3). 

As to claim 19, Fattore discloses a combination comprising a spacer 52 
positioned within the interior space of the tubular member (outer sheet 50) and in 
contact (via insulation 48) with the inner surface of the tubular member for preventing 
the tubular member from sagging between the vertical posts 14,20,24 (Figure 3). 
6. Claim 12 is rejected under 35 U.S.C. 102(b) as being anticipated by Naka et al. 
(US 4,220,316) 
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As to claim 12, Naka et al. disclose a combination including a fence and a 
protective guard comprising: 

the fence having vertical posts 46 with upper ends and a top support bar 24 
extending between the vertical posts; 

a tubular member 26 having first and second ends, an outer surface extending 
between the first and second ends, an inner surface defining an interior space and a 
slot extending between the inner and outer surfaces and the first and second ends of 
the tubular member, wherein the tubular member is secured over an upper edge of the 
fence so that the upper ends of the vertical posts and the top support bar are captured 
within the interior space of the tubular member; and 

a spacer 25 positioned within the interior space of the tubular member and in 
contact with the inner surface of the tubular member for supporting the tubular member 
between the vertical posts so as to prevent the tubular member from sagging between 
the vertical posts (Figures 1 , 8 and 9). 

7. Claims 15-17 and 20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hoke (US 5,328,156). 

As to claim 15, Hoke discloses a combination including a fence and a protective 
guard comprising: 

the fence having vertical posts 16 with upper ends and a top support bar 28 
extending between the vertical posts; 

a tubular member 30 having first and second ends, an outer surface extending 
between the first and second ends, an inner surface extending between the first and 
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second ends, the inner surface defining an interior space, and a slot extending between 
the inner and outer surfaces and the first and second ends of the tubular member, 
wherein the tubular member is secured over an upper edge of the fence so that upper 
ends of the vertical posts and the top support bar are captured within the interior space 
of the tubular member; and 

insulation material 44 disposed in the slot and the interior space of the tubular 
member for sealing the interior space of the tubular member (Figures 1-4). 

Applicant is reminded that the orientation of an object is based upon the angle at 
which it is viewed. 

As to claim 16, Hoke discloses a combination comprising first and second 
attachment flanges extending from the outer surface of the tubular member 30 on 
opposite sides of the slot and a securing element in contact with the attachment flanges 
for securing the attachment flanges together with a portion of the fence positioned 
between the attachment flanges (Figure 2). 

As to claim 17, Hoke discloses a combination wherein the tubular member 30 
and the first and second attachment flanges are integrally formed with one another 
(Figure 2). 

As to claim 20, Hoke discloses a combination wherein the fence is a chain link 
fence including a wire mesh secured to the top support bar 28 and the vertical posts 16 
(Figure 1). 

Applicant is reminded that the orientation of an object is based upon the angle at 
which it is viewed. 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fattore. 

As to claim 4, Fattore discloses a combination wherein the tubular member (outer 
sheet 50) is made of vinyl (column 2 lines 58-60). 

Fattore fails to disclose a combination wherein the tubular member is made of 
polypropylene. 

The applicant is reminded that the selection of a known material based upon its 
suitability for the intended use is a design consideration within the skill of the art. In re 
Leshin . 227 F.2d 197, 125 USPQ416 (CCPA 1960). Accordingly, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
modify a combination as disclosed by Fattore to have a tubular member made of 
polypropylene as such practice is a design consideration within the skill of the art. 

As to claim 6, Fattore discloses a combination wherein the caps (closed ends of 
outer sheet 50) include a vinyl material (column 2 lines 58-60). 

Fattore fails to disclose a combination wherein the caps include a polymer 
material. 

The applicant is reminded that the selection of a known material based upon its 
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suitability for the intended use is a design consideration within the skill of the art. In re 
Leshin , 227 F.2d 197, 125 USPQ 416 (CCPA 1960). Accordingly, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
modify a combination as disclosed by Fattore to have caps made of a polymer material 
as such practice is a design consideration within the skill of the art. 

Allowable Subject Matter 

10. Claim 1 1 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

1 1 . The following is a statement of reasons for the indication of allowable subject 
matter: 

As to claim 1 1 , Fattore discloses the claimed combination with the exception of 
wherein the first end of the tubular member has a reduced diameter that is adapted to 
slide within an opening at an end of an adjacent protective guard. 

It would not have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify a combination as disclosed by Fattore to have the 
above mentioned elements as the prior art neither teaches nor suggests such 
modifications. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to the 
applicant's disclosure. The following patents show the state of the art with respect to 
fence guards: 
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Killman et al. (US 4,523,745), Meglino et al. (US 5,141,207) and Feigenbaum 
(US 5,437,071) are cited for pertaining to fence guards comprising a tubular member 
and insulation material. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael P. Ferguson whose telephone number is 
(571)272-7081. The examiner can normally be reached on M-F (8:00-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on (571)272-7087. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



872-9306. 





MPF 

05/13/05 



DANIEL P. STODOLA 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 



